THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 41

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte STUART Z. URAM

Appeal No. 1998-0187
Application No. 08/247,518

ON BRI EF

Bef ore CALVERT, FRANKFORT, and GONZALES, Adninistrative Patent
Judges.

GONZALES, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner's fi nal
rejection of clainms 8 through 15, 28 through 32, 35 through
37, 39 and 40. dCains 41 and 42, the only other clains in the
application, stand wi thdrawn from consideration under 37 CFR
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§ 1.142(b).

W AFFI RM- | N- PART.

The subject matter on appeal is directed to a process for
maki ng a ceram c cup having a body and handle and to a process
for manufacturing an injection nolded article having a
conceal ed sprue. Clains 8 and 28 are illustrative of the
subject matter on appeal and are reproduced bel ow

8. A process for making a ceram c cup having a body and a

handl e, conprising injection nolding the body and the handl e
together in a single injection nolding operation to form an

integral, one-piece, unitary construction fornmed of ceramc

and a bi nder thereof.

28. A process for manufacturing an injection nolded article
havi ng a conceal ed sprue, conprising the steps of:

(A) injection nolding a ceramc article having an outer
surface defining a recess and a sprue termnating in the
recess;

(B) nmolding a ceramic plug separate and distinct fromthe
article, the plug having a first surface configured and
di mensi oned to conceal the sprue and a sidewall configured and
di mensi oned to substantially fill the recess;

(C formng an article and plug assenbly by inserting the
plug into the recess with the sprue being covered by the plug
first surface; and

(D) firing the article and the plug assenbly to secure
the article and the plug together.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:

Howat t 2,434,271 Jan. 13, 1948
Kl'i egel 2,583, 951 Jan. 29, 1952
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Davis et al. 3,889, 071 Jun. 10, 1975

(Davi s)

Nakanura et al. 4,156, 051 May 22, 1979

( Nakamur a)

Si s 4,220,079
Sep. 2, 1980

Mat suhi sa et al. 4,713, 206 Dec. 15, 1987

(Mat suhi sa)

Sterzel et al. 4,908, 172 Mar. 13, 1990

(Sterzel)

The appeal ed clains stand finally rejected under 35
UusS. C
§ 103(a) on the follow ng grounds:
(1) dainms 8 through 10, 12 through 14, 39 and 40,
unpat ent abl e over Matsuhisa or Sterzel in view of Sinms and
Kl i egel ;
(2) daim1l, unpatentable over Matsuhisa or Sterzel in view
of Sinms, Kliegel and Howatt; and
(3) dainms 15, 28 through 32 and 35 through 37, unpatentable
over Nakamura in view of Davis.

The full text of the exam ner's rejections and responses
to the argunents presented by the appellant appears in the
answer (Paper No. 35, mailed May 29, 1997), while the conplete

statenent of the appellant’s argunents can be found in the
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main and Reply Briefs (Paper Nos. 34 and 37, filed February

19, 1997 and July 18, 1997, respectively).

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant’s specification and
clainms, to the applied prior art references, and to the
respective positions articul ated by the appellant and the
exam ner. As a consequence of our review, we have nmade the
determ nati ons which foll ow.

Rej ection (1)

As a prelimnary matter, we note that on pages 3 and 4 of
the main brief, the appellant has indicated that clains 8-10
and 12-14 stand or fall together as one group. |n accordance
wi t h
37 CFR 8 1.192(c)(7), we select claim8 as being
representative.

| ndependent claim8 is directed to a process for nmaking a
ceram c cup having a body and a handl e, conprising injection
nmol di ng the body and the handl e together in a single injection

nol di ng operation to forman integral, one-piece, unitary
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construction formed of ceram c and a binder thereof. W are
infornmed by the appellant’s specification that “[c]ups nade of
ceramic materials (such as bone china or earthenware) have
been nmade without handles by a variety of different
procedures, including injection nolding” and that “the prior
art teaches the manufacture of ceram c cups by the separate
manuf acture of the body and the handl e, and then the joining
of the handle to the body in a cenenting operating.” See
specification, p. 1. According to the appellant, it was al so
known in the art prior to his invention to make ceram c cups
havi ng a body and a handl e as an integral, one-piece unitary
construction by an isostatic conpression nol ding technique.
See id. at pp. 1 and 2 and

U.S. Patent No. 4,713,204 to Jung, of record.

Clainms 8 through 10, 12 through 14, 39 and 40 stand
rejected under 35 U . S.C. 8§ 103. The gui dance provided by our
reviewi ng court in evaluating the issue of obviousness of the
invention in view of the teachings of the applied prior art is
as follows: The initial burden of establishing a basis for
denying patentability to a claimed invention rests upon the

examner. See In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ

5



Appeal No. 1998-0187
Application No. 08/247,518

785, 788 (Fed. Cir. 1984). The question under 35 U.S.C. § 103
is not nerely what the references expressly teach but what
t hey woul d have suggested to one of ordinary skill in the art

at the tinme the invention was made. See Merck & Co.., Inc. v.

Bi ocraft Laboratories, Inc., 874 F.2d 804, 807, 10 USPQd

1843, 1846 (Fed. Cir. 1989), cert. denied, 493 U S. 975 (1989)

and In re Keller, 642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA

1981). Wiile there nust be some suggestion or notivation for
one of ordinary skill in the art to conbine the teachi ngs of
references, it is not necessary that such be found within the
four corners of the references thenselves; a concl usion of

obvi ousness may be made from common know edge and conmmobn sense
of the person of ordinary skill in the art w thout any
specific hint or suggestion in a particular reference. See In
re Bozek, 416 F.2d 1385, 1390, 163 USPQ 545, 549 (CCPA 1969).
Further, in an obvi ousness assessnent, skill is presuned on
the part of the artisan, rather than the lack thereof. In re
Sovi sh, 769 F.2d 738, 742, 226 USPQ 771, 774 (Fed. Cr. 1985).
| nsof ar as the references thensel ves are concerned, we are
bound to consider the disclosure of each for what it fairly

teaches one of ordinary skill in the art, including not only
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the specific teachings, but also the inferences which one of
ordinary skill in the art would reasonably have been expected

to draw therefrom See In re Boe, 355 F.2d 961, 965, 148 USPQ

507, 510 (CCPA 1966); and In re Preda, 401 F.2d 825, 826, 159

USPQ 342, 344 (CCPA 1968).

The exam ner describes each of Mtsuhisa and Sterzel as
teaching a process of making a ceramc article of conplicated
shape by injection nolding a m xture of ceramc material and a
binder. Sins and Kliegel are cited nerely to show cups having
a body and a handle. The exam ner also asserts that it was
well known in the art prior to the appellant’s invention to
make cups with handles using ceram c material and a binder, an
assertion that appellant has not challenged. It is the
exam ner’s position that it would have been obvious to forma
cup of the shape taught by Sins or Kliegel of ceramc materi al
and a binder using the process of either Mtsuhisa or Sterzel.

See Answer, p. 5.



Appeal No. 1998-0187
Application No. 08/247,518

In applying the test for obviousness,' we reach the
conclusion that it would have been obvi ous to one having
ordinary skill in the art, froma conbi ned assessnent of the
teachings of the applied prior art, to fabricate a ceram c cup
having an integral body and handl e, a conventional design as
acknow edged by the appellant (Brief, p. 6) and as shown by
Sinms and Kliegel, using the injection nolding process taught
by Matsuhisa or Sterzel. W note that Sterzel teaches an
i njection nolding process that avoids the formation of
m crocracks in the ceram c nolding and “ensures the production
of geonetrically conplicated noldings with high productivity”
(col. 1, I'l. 26-52). 1In addition, injection nolding was wel |
known in the art prior to the appellant’s invention to be
particularly suitable for nolding difficult shapes and thin
wal I s and was known to process certain cost advantages over

ot her nol ding processes.? 1In our view, one of ordinary skil

! The test for obviousness is what the conbi ned teachi ngs
of the references woul d have suggested to one of ordinary
skill inthe art. See In re Young, 927 F.2d 588, 591, 18
UsP2d 1089, 1091 (Fed. Cir. 1991) and In re Keller, 642 F.2d
413, 425, 208 USPQ 871, 881 (CCPA 1881).

2 Myron L. Begeman et al., Manufacturing Processes, 277
(1963). (copy encl osed)
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in the art would have been notivated to manufacture a
conventional ceramic cup with the typical handle by injection
mol ding in order to obtain the known advantages of an
i njection nolding process and woul d have had a reasonabl e
expectation of success in doing so based on the particul ar
suitability of injection nolding for making objects having
difficult shapes and thin walls.

Having determned that the prior art itself reasonably

establishes a prim facie case of obviousness wth respect to

the subject matter of claim8, we will now consider the
evi dence asserted to support the patentability of the clained
invention. To this end, the appellant has offered evidence in

rebuttal to the prima facie case established by the exam ner

in the formof four declarations, one fromthe inventor,

Stuart Z. Uam two from Christopher Johnson, G oup

Manuf acturi ng and Techni cal Director of Josiah Wedgwood & Sons
Limted (hereinafter “Wdgwood”), and one from Mal col m G
McLaren, Professor in the Ceram cs Departnment and Director of

the Institute for Engineering Materials at Rutgers University
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and the State University of New Jersey.® 1In view of the
presentation of such evidence, we nust reweigh the entire
merits of the matter of obvi ousness and hence consider all of

t he evidence of record anew (ln re Piasecki, supra). W are

al so m ndful that evidence of nonobvi ousness in any given case
may be entitled to nore or | ess weight, depending upon its
nature and its relationship with the nmerits of the invention.

Stratoflex Inc. v. Aeroquip Corp., 713 F.2d 1530, 1539, 218

USPQ 871, 879 (Fed. Cir. 1983)

The Uram decl aration asserts (§ 9) that contrary to the
conventional w sdomof the art, he has found that injection
nol ded cups can be made cheaper than conventionally made cups,
when one takes into consideration the advantages that result
therefrom nanely, the nunber of injection nolded cups which
must be rejected for quality control purposes is greatly
reduced and the injection nol ded process produces nore uniform
and standardi zed cups which permts what prior to the
invention was a nmanual job of painting the cup to be

automated. The Uram declaration further asserts (Y 10) that

3 A copy of these declarations appears in “Appendix 2"
attached to the main brief.

10



Appeal No. 1998-0187
Application No. 08/247,518

i njection nolded cups are superior in appearance, uniformty
and reliability to cups made by the conventional nethod.

The Johnson decl arati ons di scl ose that Wdgwood has
entered into a nonexclusive licence agreenent with Certech,
Inc. (hereinafter “Certech”),* which agreenent includes a
commi t ment by Wedgwood to fund the devel opnent of “the
process” for |arge scale manufacture. See declaration dated
March 2, 1995, 1 5 and decl aration dated Novenmber 14, 1995, 1
7. Johnson al so states his belief that “[w] hen the Certech
process is developed to the full commercial production stage”
certain “potential” inprovenents will nake it advantageous to
adopt the Certech process over Wedgwood' s traditional process.
See declaration dated March 2, 1995, 1 8. The “potential”
i nprovenents identified include a reduction in the anmount of
skilled |l abor required to attach the handl e and renove
i nperfections, inproved yields, greater uniformty in cup size
and |l ess risk of handle defects. [d.

The McLaren declaration states his opinion that the

“Certech process” is nonobvious as well as his belief that

4 According to the Main Brief (p. 1), Certech, Inc. is
t he assignee of the application on appeal.
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cost saving benefits could be derived by reduci ng the anount
of skilled labor required in the subsequent stages of cup
production, nanely, in attaching the handle, renoving
i nperfections and decorating the fired product. See {7 9 and
19.

The appel | ant argues that the Uram and Johnson
decl arations establish the financial or commercial success of
the clainmed invention. However, our review of the
decl arations reveal s that none of the declarations attest to
any comrerci al sales of cups nmade by the nethod of claim 8.
Rat her, the appellant’s financial success argunent seens to be
based on the |icense agreenent between Wedgwood and Certech.
See Main Brief, pp. 9, 10 and 12. W do not believe that
evi dence of a single |license agreenent establishes commerci al
success, particularly where no evidence of any conmerci al
sal es of the product nade by the process defined in claims8
has been presented and the licensee is obligated to pay only a
m nimumroyalty. See the Uram declaration, at § 11.

The appel |l ant al so argues that at the tinme of the
appellant’s invention the industry did not believe cups with
handl es coul d be econom cally manufactured by injection

12
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nol ding. See Main Brief, pp. 8 10 and 11. Along this line,
at page 3 of the Uamdeclaration, it is asserted that

: an injection nolded cup can be and is cheaper

than a conventionally made cup when one takes into

consideration, as well as the strict cost of

manuf acture by the injection nolding operation, the

advant ages that result fromthe injection nolding

operation relative to the conventional cup

manuf act ure operati on.

The econom ¢ advantages identified by Uramare a
reduction in the nunber of rejected cups for quality control
pur poses and an enhanced uniformty permtting autonated,
rat her than manual, painting of the cup. See Uram
declaration, 1 9. However, the first Johnson decl aration
dated March 2, 1995, at 1Y 8 and 12, indicates that the
cl ai mred process had not yet been devel oped to the ful
commerci al production stage and descri bes the cost savings
benefits of the clained invention as potential benefits.

Al so, in the second Johnson decl arati on dated Novenber 14,

1995, at 5, the declarant states that “we are optim stic

that we can produce our cups by the Certech nmethod on a | arge
scal e comercial basis, with an increased precision and
uniformty of size and shape, cup after cup” (enphasis

supplied). Likew se, the MLaren declaration dated January

13
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25, 1996, at 71 9, refers to “. . . the cost saving benefits to
be derived frompermtting use of less skilled workers . . .~
(enphasi s supplied).

We have a nunber of problens with this evidence. First,
each declaration sinply expresses the declarant’s opinion that
ceram c cups nmade on a conmercial scale by the process defined
in appealed claim8 would be | ess expensive to mass produce
t han such cups produced by conventional methods. The opinions
are not supported by any factual evidence or data
denonstrating actual cost savings with the appellant’s clainmed
met hod over conventional nethods. Affidavits and declarations
fail in their purpose when they recite conclusions with few

facts to buttress the conclusions. See |In re Brandstadter,

484 F.2d 1395, 1406, 179 USPQ 286, 294 (CCPA 1973); In re
Thonpson, 545 F.2d 1290, 1295, 192 USPQ 275, 277-78 (CCPA
1976) .

Second, the appellant has not established that the
obj ecti ve evidence of nonobvi ousness is commensurate in scope
with the clained invention. |In other words, the show ng of

unexpected results nust be reviewed to see if the results

14
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occur over the entire clained range. See In re O enens, 622

F.2d 1029, 1035, 206 USPQ 289, 296 (CCPA 1980). In this
i nstance, the objective evidence of nonobviousness is solely
directed to the unexpected results obtained by the manufacture
of cups on a commercial scale. It is our view, however, that
claim8 is not limted to the production of cups on a
commercial scale, but includes within its scope the
manuf acture of one or a small nunber of cups. W do not find
and the appellant has not directed our attention to any
evidence in the record establishing that the manufacture of a
few cups by the process defined in claim8 has any unexpected
cost benefit over the manufacture of a |ike nunber of cups by
t he conventional process. For the foregoing reasons, the
appel l ant’ s evi dence of unexpected cost benefits can be
accorded little weight.

As to the opinions® in the above-noted decl arations that

cups nade by the clained process are superior in appearance,

> As with the assertion of unexpected cost benefits, the
statenents regardi ng unexpected i nprovenents in the quality of
t he cups produced by the claimed process are unsupported by
any factual data either in the specification or in the
decl arations conparing cups produced by the clainmed process to
cups produced by any prior art process.

15
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uniformty and reliability to cups made by the conventiona

met hod, we agree with the exam ner (Answer, p. 15) that those
results were expected at the tine of the appellant’s invention
and, therefore, are not persuasive. Certainly, one of
ordinary skill in the art at the tinme the appellant nade his

i nventi on woul d have expected that a cup having a body and
handl e fornmed together in a single nolding operation, whether
pl astic or ceram c, would be nore honbgeneous than a cup
havi ng a body and handl e j oi ned by adhesive or slip.®

Li kewi se, one of ordinary skill in the art at the time the
appel l ant nmade his invention would have expected that two cups
nol ded by machi ne using identical dies would be nore uniform

i n appearance than two cups made by hand. This conclusion is

based sinply on conmon knowl edge and common sense of the

6 According to the Johnson decl aration dated March 2,
1995, at § 4, Wedgwood’ s conventional process for maeking a
ceram c cup conprises form ng the body and handl e separately
froma ceramic m x by mechani cal shaping neans and by hand,
drying the green ware and attaching the handle to the body
using slip (or liquid clay).

16
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person of ordinary skill in the art.” See In re Bozek, supra.

For the foregoing reasons, the rebuttal evidence is given
little weight. Thus, it is our conclusion that, on bal ance,
t he evidence and argunment provided by the appellant fails to
out wei gh the evidence of obviousness established by the prior
art. This being the case, we will sustain the exam ner’s
rejection of claim8. Since clains 9, 10 and 12 through 14
stand or fall with independent claim@8, supra, it follows that
we wll also sustain the standing 35 U.S.C. §8 103(a) rejection
of those clains.

Clainms 39 and 40 depend fromclaim8. Caim 39 adds that
the injection nolding step is characterized by the production
of an essentially honbgeneous construction. Caim40 includes

t he sane | anguage as claim 39 and adds that the honbgeneous

” On pages 14 and 15 of the Answer, the exam ner refers
to a non-applied publication and three non-applied patents to
Jung, Fanelli et al. and Ando et al. as supporting his
position that the advantages identified in the declarations
are not unexpected. For the reasons set forth in the case of
In re Hoch, 428 F.2d 1341, 1342 n.3, 166 USPQ 406, 407 n.3
(CCPA 1970), we have not considered these patents or the
exam ner's comments with respect thereto in reaching our
deci sion on this appeal.
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construction is devoid of any region of discontinuity

i nternedi ate the body and handle. Qur understandi ng of the
exam ner’s position is that a honbgeneous construction is an
i nherent property of articles produced by injection nolding.
See Answer, p. 14.

The appel | ant argues that clains 39 and 40 recite
features which would not be present if the cup were nade by a
different process (see Main Brief, pp. 4 and 23), but that is
not the issue.

We view as reasonabl e the exam ner’s determ nation that
articles made by injection nolding woul d have been expected by
persons of ordinary skill to have a honbgeneous constructi on.
The appel | ant has not presented any argunent or evidence to
convince us otherwise. Thus, we will also sustain the
st andi ng

35 U.S.C. 8 103(a) rejection of clainms 39 and 40.

Rej ection (2)

We note that appellant has not argued the nerits of the
rejection of claim1l apart fromthe rejection of claim8, the
i ndependent cl ai m upon which claim 11 depends. Therefore,

18



Appeal No. 1998-0187
Application No. 08/247,518

claim1l also stands or falls with claim8. [In re N elson,
supra. Accordingly, we will also sustain the standing 35

US C 8§ 103(a) rejection of claim1l1l as unpatentable over

Mat suhi sa or Sterzel in view of Sins, Kliegel and Howatt.

Rej ection (3)

We now turn our attention to the 35 U . S.C. § 103(a)
rejection of clainms 15, 28 through 32 and 35 through 37 as
unpat ent abl e over Nakanura in view of Davis. Each of

i ndependent clains 15, 28 and 37 recites, inter alia, the

process steps of injection nolding a ceramic article having an
outer surface defining a recess and a sprue; nolding a plug
separate and distinct fromthe article, the plug having a
sidewal | or surface configured and di nensi oned to
substantially fill the recess; formng an article and plug
assenbly by inserting the plug into the recess; and firing the
article and plug assenbly to secure the article and the plug
t oget her.

The exam ner descri bes Nakamura as teaching a process of
formng a ceramc article by injection nolding two ceramc
conponents, assenbling the conponents to forman assenbly and

19
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firing the assenbly to secure the conponents together. Davis
is cited as evidence that it was known in the art prior to the
appellant’s invention to assenble tw conponents such that one
conceal s the nol ding sprue of the other.

As noted above, all of the rejected clainms require the
step of firing the article and plug assenbly to secure the
article and the plug together. The exam ner does not suggest
that either reference teaches this step. Rather, it is the
exam ner’s position that Davis teaches the concept of
conceal ing a sprue under a product conponent, that Nakamura
t eaches bonding two ceram c conponents by firing and that
Davis’ concept “could be used in the process of Nakamura to
enhance the aesthetics of any product” nmade thereby. See
Answer, p. 16.

As to the exam ner's contention that Davis’ concept could
be used in the process of Nakanmura, we nmust point out the nere
fact that the prior art could be nodified woul d not have nmade
t he nodifications obvious unless the prior art suggested the

desirability of the nodification. See In re Fritch, 972 F.2d

1260, 1266, 23 USPQR2d 1780, 1783-84 (Fed. Cir. 1992) and In re

20
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Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Cr

1984). Absent the appellant’'s own di scl osure we can think of
no reason why one of ordinary skill in the art would have been
nmotivated to nold a ceram c plug separate and distinct from
the ceramic article of Nakamura, form an assenbly by inserting
the plug into a recess forned in the article and fire the
assenbly to secure the article and plug together. The
evidentiary record before us is totally devoid of any sugges-
tion or notivation that would have | ed one of ordinary skill
to make such a nodification. The subjective opinion of the
exam ner as to what woul d have been obvi ous, w thout evidence
in support thereof, is not a basis upon which the |egal

concl usi on of obviousness may be reached. Note In re GPAC

nc, 57 F.3d 1573, 1582, 35 USPQRd 1116, 1123 (Fed. Cir. 1995)

and In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA

1967), cert. denied, 389 U S. 1057 (1968).

The notivation relied upon by the exam ner for conbi ning
the teachings of the references to arrive at the appellant’s
cl ai med invention conmes fromthe appellant’s disclosure rather

than fromthe prior art. Thus, the exam ner used

21



Appeal No. 1998-0187
Application No. 08/247,518

i nper m ssi bl e hindsi ght when rejecting the clains. See WL

Gore & Associates v. Garlock, Inc., 721 F.2d 1540, 1553, 220

USPQ 303, 312-13 (Fed. Cir. 1983), cert. denied, 469 U S. 851

(1984); In re Rothernel, 276 F.2d 393, 396, 125 USPQ 328, 331

( CCPA 1960) .

For the above reasons, we find that the exam ner has not
set forth a factual basis which is sufficient to support a
concl usi on of obviousness of the invention recited in clains
15, 28 and 37.
Accordingly, we wll not sustain the standing 35 U.S.C. § 103
rejection of those clainms or of clains 29 through 32, 35 and

36, dependent thereon.

CONCLUSI ON

To sumarize, the examner’s decision to reject clains 8
t hrough 14, 39 and 40 under 35 U.S.C. 8 103 is affirned. The
exam ner’s decision to reject clains 15, 28 through 32 and 35
t hrough 37 under 35 U.S.C. 8 103 is reversed.

The decision of the examner is affirned-in-part.
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART

| AN A. CALVERT
Adm ni strative Patent Judge

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

JOHN F. GONZALES
Adm ni strative Patent Judge

] g/ rwk

M CHAEL J. BERGER
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